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DETAILED ACTION 

1 . Applicant's preliminary amendment file 9/5/00 and amendment filed 4/504 have been 
entered and made of record. Claims 1, and 72-99 are currently pending. 

2. Applicant's remarks (see page 14 first two paragraphs filed 4/5/04) with regard to 
Restriction Requirement mailed on 3/1 1/04 have been fully considered and are persuasive. Thus 
the Restriction Requirement mailed on 3/1 1/04 has been withdrawn. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1, 72, 79, and 81-82 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The following term lacks suitable antecedent basis: "the value" recited in claim 1 line 10, 
claim 72 line 10, claim 79 line 8, claim 81 line 10. 

Claim 82 depends from claim 81 and is also rejected for the same reasons as above. 

5. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 
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6. Claims 83-99 are rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claims 42-58 of prior U.S. Patent No. 6,351,551 (Referred as the patent '551 hereinafter). This is 
a double patenting rejection. 

With regard to instant claim 83 as a representative claim, claim 42 of the patent '551 
teaches a method of discriminating and counting currency bills comprising (see claim 42 lines 1- 
2): 

receiving a stack of currency bills in an input receptacle of a currency evaluation device 
(see claim 42 lines 3-4); 

transferring the bills, under the control of the evaluation device, one at a time from the 
input receptacle, past a sensor of a discriminating unit, to an output receptacle (see claim 42 lines 
5-7); 

determining, under control of the evaluation device, the denomination of each passing bill 
(see claim 42 lines 8-9); 

incrementing, under the control of the evaluation device, a count corresponding to one of 
a plurality of denominations based on the determined denomination of each passing bill when the 
device determines the denomination of a bill (see claim 42 lines 10-14); 

stopping, under the control of the evaluation device, the transferring when the device is 
unable to determine the denomination of a bill so that the bill whose denomination is not 
determined is located at a predetermined position within the output receptacle, the bill whose 
denomination is not determined being termed a no call bill (see claim 42 lines 15-21); 

an operator of the evaluation device examining the no call bill (see claim 42 lines 22-23); 
and the operator either (see claim 42 line 23) 
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(a) depressing a key corresponding to the denomination of the no call bill 

when examining results in a determination that the bill is acceptable, whereby, under the control 
of the discrimination device, the corresponding count associated with the denomination of the no 
call bill is incremented and the transferring is continued (see claim 42 lines 24-30) ; or 

(b) removing the no call bill without replacement when the examining does not 
result in a determination that the no call bill is acceptable and depressing a continuation key 
whereby, under the control of the bill evaluation device, the transferring is continued (see claim 
42 lines 31-35). 

It is noted that claims 84-99 of the instant invention are so identical to claims 43-58 of 
the patent '551. The examiner did express every features recited in the representative claim, 
instant claim 83 and pointed out all the corresponding features recited to the features recited in 
claim 42 of the patent '551. Since this is the "same invention" double patenting type rejection 
under 35 USC 101 and the claim language are so identical between the two applications, there 
appears no reasons to address all the features recited in the instant 82-99. 

Regarding instant claim 84, see claim 43 of the patent '551. 

Regarding instant claim 85, see claim 44 of the patent '551. 

Regarding instant claim 86, see claim 45 of the patent '551. 

Regarding instant claim 87, see claim 46 of the patent '551. 

Regarding instant claim 88, see claim 47 of the patent '551. 

Regarding instant claim 89, see claim 48 of the patent '551. 

Regarding instant claim 90, see claim 49 of the patent '551 . 

Regarding instant claim 91, see claim 50 of the patent '551. 
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Regarding instant claim 92, see claim 51 of the patent '551. 
Regarding instant claim 93, see claim 52 of the patent '551. 
Regarding instant claim 94, see claim 53 of the patent '551. 
Regarding instant claim 95, see claim 54 of the patent '551 . 
Regarding instant claim 96, see claim 55 of the patent '551. 
Regarding instant claim 97, see claim 56 of the patent '551. 
Regarding instant claim 98, see claim 57 of the patent '551. 
Regarding instant claim 99, see claim 58 of the patent '551 . 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

8. Claim 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 5 of U.S. Patent No. 5,790,0697 (Referred as the 
patent '697 hereinafter). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the reasons as follows: 

With regard to instant claim 1, claim 5 of the patent '697 teaches a currency counting and 
discrimination device for receiving a stack of currency bills, rapidly counting and discriminating 
the bills in the stack, and then re-stacking the bills comprising (see claim 5 lines 1-4): 
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an input receptacle for receiving a stack of currency bills to be discriminated (see claim 5 
lines 5-6); 

a discriminating unit for discriminating the denomination of said currency bills (see claim 
5 lines 7-8); 

one or more output receptacles for receiving said currency bills after being discriminated 
by said discriminating unit (see claim 5 lines 9-11); 

a transport mechanism for transporting said currency bills, one at a time, from said input 
receptacle past a sensor of said discriminating unit and to said one or more output receptacles 
(see claim 5 lines 12-15); 

one or more counters keeping track of the value of bills discriminated (see claim 5 lines 
16-17); and 

value indicating means for an operator of said device to indicate the value of any bills 
whose denomination are not determined by said discriminating unit, said bills whose 
denomination are not determined by said discriminating unit being no call bills, said means 
appropriately effecting said one or more counters; and wherein the operation of said device is 
suspended when said discriminating unit is unable to identify the denomination of a bill (see 
claim 5 lines 18-23). 

The difference between the instant claim 1 and claim 5 of the patent '697 is the 
extraneous feature recited in patent '697 claim 5 lines 24-26. 

It would have been obvious to a person of ordinary skill in the art to exclude such a 
extraneous feature as evidenced by claim 1 of the patent '697 in order to simplify the system. 
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9. Claims 72-82 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-3, 6-7, 9, and 13-16 of U.S. Patent No. 
6,351,551 (Referred as the patent '551 hereinafter). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the reasons as follows: 

With to a representative claim 72, claim 15 of the patent '551 teaches a currency counting 
and discrimination device for receiving a stack of currency bills, rapidly counting and 
discriminating the bills in the stack, and then re-stacking the bills comprising (see claim 15 lines 
1-4): 

an input receptacle adapted to receive a stack of currency bills to be discriminated (see 
claim 15 lines 5-6); 

a discriminating unit adapted to discriminate the denomination of the currency bills (see 
claim 15 lines 7-8); 

an output receptacle adapted to receive the currency bills after being discriminated by the 
discriminating unit (see claim 15 lines 9-11); a 

a transport mechanism adapted to transport the currency bills, one at a time, from the 
input receptacle past a sensor of the discriminating unit and to the one or more output receptacles 
(see claim 15 lines 12-15); 

one or more counters adapted to keep track of the value of bills discriminated (see claim 
15 lines 16-17); 

a controller programmed to suspend the operation of the transport mechanism 
when the discriminating unit is unable to identify the denomination of a bill (see claim 15 lines 
18-20); and 
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an operator interface capable of receiving input from an operator of the device, the 
interface enabling, upon suspension of the operation of the device, the operator to either (a) 
indicate the value of a bill whose denomination is not determined by the discriminating unit and 
restart the operation of the device or (b) restart the operation of the device without indicating the 
value of a bill whose denomination is not determined by the discriminating unit (see claim 21- 
29). 

Smith discloses substantially the claimed invention as set forth in the discussion above 
for claim 72. Smith does not disclose expressly an output receptacle. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to use one output receptacle. Applicant has not disclosed that using one output receptacle 
provides an advantage, is used for a particular purpose or solves a stated problem. One of 
ordinary skill in the art, furthermore, would have expected Applicant's invention to perform 
equally well with either more than one output receptacles taught by claim 15 of the patent "551 
or a single output receptacle claimed because both one output receptacle or more than one output 
receptacle perform the same function of receiving the currency after being discriminated by the 
discriminating unit. 

The advanced statements with regard claim 72 above are incorporated hereinafter. 
Regarding instant claims 73-75, see claims 1-3 of the patent '551. 
Regarding instant claims 76-77, see claims 6-7 of the patent '551. 
Regarding instant claim 78, see claim 9 of the patent '551. 
Regarding instant claims 79-80, see claims 13-14 of the patent '551. 
Regarding claims 81-82, see claims 15-16 of the patent '551. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Duy M Dang whose telephone number is 703-305-1464. The 
examiner can normally be reached on Monday to Thursday from 6:30AM to 5:00PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo H Boudreau can be reached on 703-305-4706. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




dmd 
6/9/04 
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